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Douglas Rettew

Douglas (Chip) Rettew is a partner in Finnegan’s Washington, DC office. He has been recognized
in World Trademark Review WTR 1000 as ”“[o]ne of the best litigators in the country with an
unbelievable success rate,” and “a go-to litigation lead for world-famous consumer brands.” He
focuses his practice on trademark, false advertising, and unfair competition litigation and
disputes. Doug litigates cases involving a broad range of issues, including traditional trademarks,
false advertising, product disparagement, rights of publicity, unfair competition, trade dress,
design patents, and domain names. Doug is also involved in advertising issues and counseling,
right-of-publicity matters, and trademark and copyright prosecution and licensing. Doug has first-
chair jury and bench trial and appellate experience and has successfully argued appeals before
the U.S. Courts of Appeals for the Federal, Fourth, Eighth, and Eleventh Circuits. He also litigates
oppositions, cancellations, and ex parte appeals before the Trademark Trial and Appeal Board.
Doug has significant experience in obtaining (and defeating) temporary restraining orders (TROs)
and preliminary injunctions, including those involving counterfeiting and ex parte seizures. He
has testified before Congress on trademark issues, served as leader of the firm’s
trademark/copyright/advertising practice, and is currently on the firm’s management
committee.



lan Ballon

lan C. Ballon is Co-Chair of Greenberg Traurig LLP’s Global Intellectual Property & Technology
Practice Group and represents internet, mobile, entertainment and technology companies in
intellectual property and technology-related litigation and in the defense of data privacy, security
breach and TCPA class action suits.

lan is also the author of the leading treatise on internet and mobile law, E-Commerce and Internet
Law: Treatise with Forms 2d edition, the 5-volume set published by West (www.lanBallon.net)
and available on Westlaw, which includes extensive coverage of intellectual property law issues.
In addition, he serves as Executive Director of Stanford University Law School’s Center for the
Digital Economy. He also chairs PLI's annual Advanced Defending Data Privacy, Security Breach
and TCPA Class Action Litigation conference. lan previously served as an Advisor to ALl’s
Intellectual Property: Principles Governing Jurisdiction, Choice of Law, and Judgments in
Transactional Disputes (ALl Principles of the Law 2007) and as a member of the consultative
group for ALI’s Principles of Data Privacy Law (ALI Principles of Law 2020).

lan was named the Lawyer of the Year for Information Technology Law in the 2022, 2021, 2020,
2019, 2018, 2016 and 2013 editions of Best Lawyers in America (including lawyer of the year for
2022). In 2020, 2019 and 2018 he was recognized as one of the Top 1,000 trademark attorneys
in the world for his litigation practice by World Trademark Review. In addition, in 2019 he was
named one of the top 20 Cybersecurity lawyers in California and in 2018 one of the Top
Cybersecurity/Artificial Intelligence lawyers in California by the Los Angeles and San Francisco
Daily Journal. He received the “Trailblazer” Award, Intellectual Property, 2017 from The National
Law Journal and he has been recognized as a “Groundbreaker” in The Recorder’s 2017 Litigation
Departments of the Year Awards. He was also recognized as the 2012 New Media Lawyer of the
Year by the Century City Bar Association. In 2010, he was the recipient of the California State Bar
Intellectual Property Law section's Vanguard Award for significant contributions to the
development of intellectual property law. lan was listed in Variety's "Legal Impact Report: 50
Game-Changing Attorneys" and has been named by the LA and San Francisco Daily Journal as one
of the Top 75 intellectual property litigators in California in every year that the list has been
published (2009 through 2021), and has been listed as a Northern California Super Lawyer every
year from 2004 through 2021 and as one of the top 100 lawyers in California. He is also listed in
Legal 500 U.S., The Best Lawyers in America (in the areas of information technology and
intellectual property) and Chambers and Partners USA Guide in the areas of privacy and data
security and information technology.

lan holds JD and LLM degrees and the CIPP/US certification from the International Association of
Privacy Professionals (IAPP).
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Disclaimer

These materials have been prepared solely for educational and entertainment
purposes to contribute to the understanding of U.S. intellectual property law.
These materials reflect only the personal views of the authors and are not
individualized legal advice. It is understood that each case is fact specific, and
that the appropriate solution in any case will vary. Therefore, these materials
may or may not be relevant to any particular situation. Thus, the authors and
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan
Europe LLP, and Fei Han Foreign Legal Affairs Law Firm), cannot be bound
either philosophically or as representatives of their various present and future
clients to the comments expressed in these materials. The presentation of
these materials does not establish any form of attorney-client relationship
with these authors. While every attempt was made to ensure that these
materials are accurate, errors or omissions may be contained therein, for
which any liability is disclaimed.
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U.S. Supreme Court Affirmance Rate of
CAFC Decisions
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The Supreme Court and “A”

Niz-Chavez v. Garland, 593 U.S.  (2021)

5-3 decision, “a"” means "one.”
A federal law requires the government to serve “a notice to appear.”

According to the majority: “a" notice would seem to suggest just that: “a"
single document containing the required information, not a mishmash of
pieces with some assembly required.

Dissent: “The statute nowhere says that written notice must be provided
in a single document.” “As a matter of ordinary parlance, however, the
word ‘a" is not a one-size-fits-all word.” /d. The dissent would interpret “a
notice” as fulfilled by more than one notification.




Constitutionality of PTAB Judges

" -‘im\?“-l- - United States v. Arthrex, Inc., 141 5. Ct. 1970 (U.5., June 21,
= 9021)

= Federal Circuit: PTAB judges unconstitutionally appointed.
+  Supreme Court vacated and remanded.
= "APls ... exercise power that conflicts with the design of the Appointments Clause “to preserve political
accauntability™
*  "Decisicns by APJs must be subject to review by the Director.... The Director accordingly may review final
PTAB decisions and, upon review, may issue decisions himself on behalf of the Board.”
= June 29, 2021: USPTO issued guidance on the implementation of an interim Director review
process by which a party can request review by the Director of PTAB FWD,
hittps:/ e uspio fpatents/patent-trial-and-appeal-board, p iresuspt o-im plerme ngat
revigw futm_campaign=subscripioncenter&utm_content=&utm_mediuvm=email&utm_name=futm_source=govdelivergfutm _ter

n-interim-gi

r

* Epilogue; Acting Director Hirshfeld denied Arthrex's rehearing hid.

* Arthrex appealed, arguing that it "On remand, Arthrex never got the remedy the Supreme Court
ordered."

*  Meanwhile, first two post-Arthrex Director review cases going forward,
https:/fwww finnegon.comy/en/insights/blogs/at-the-plab-blog/uspto-directar-qgrants-first-director-review
retition-vacating-ptab-decision. himl

fin

Assignor Estoppel

“May a defendant in a patent infringement action who assigned the patent,
or isin privity with an assignor of the patent, have a defense of invalidity
heard on the merits?”

FC: No.

Minerva Surgical, Inc. v. Hologic, Inc., 141 S. Ct. 2298 (U.S., June
29, 2021)

Vacated and remanded.
Doctrine of assignor estoppel limited it to situations where the claim of
invalidity contradicts explicit or implicit representations the assignor made in
assigning the patent.
Applicability of the doctrine tied to representations made by the assignor.

“a bounded doctrine designed to prevent an inventor from first selling a patent and then
contending that the thing sold is worthless.”

FINNEGAN 6



§ 101 Not Any Clearerin 2021

American Axle & Mfg. v. Neapco Holdings LLC, 939 F.3d
1355 (Fed. Cir. 2019), pet. for cert. filed Dec. 28, 2020
(Case No. 20-891)

= FC: Affirmed district court’s grant of summary
judgment, finding American Axle's claims covering “a
method of manufacturing a shaft assembly” patent
ineligible under 35 U.S.C. § 101.

l! |
..|

noting “the claims’ general instruction to tune a liner amounts to no
more than a directive to use one’s knowledge of Hooke's law.”
Mayo/Alice Step two: claims did not recite an inventive concept or

Mayo/Alice Step one: claims covered a natural law—Hooke's Law—
1]
1 identify maore than conventional pre- and post-solution activity.

CAFC Affirmance Rate Very High Whether
From District Court or PTAB
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CAFC Outcomes of PTAB Appeals:
Finnegan Research

IPR Appeals - Case Outcomes

. Every lssue Affirmed

Mixed Qutcome
(Partial Affirmance)

Dismissed

Every lssue Reversed
or Vacated

pas of Mavembes 30, 2021)
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Inventorship/Ownership:
Corroboration

+  Wagner v. Ashline, 2021 U.S. App. LEXIS 34093 (Fed. Cir. Now, 17, 2021) {unpublished)

= In 2001, Ms. Wagner began waork on a safetyvest far children with shoulder [the “Guardian Angel Vest“). Around the same
time, Mr. Ashline began developing a head and neck restraint (HMR) device for reducing seriousinjury during a high-
perfermance vehicla collision.
@ 2003, Ms. Wagner and Mr. Ashline met abour the vest.
= 2006, relationship ended turbulently in 2006,
= 2010, Ms. Wagner discoverad that Mr. Ashline had filed a patent applicationon his HNR device
Patent issued in 2012, as U5, Patent MO, 8272074 ["the D74 patent”). Claim 1 of the 074 patent recites “a member having
shoulder portions at least partially positionable on top of at least a portion the shoulders of the driver.”

= Ms, Wagner alleged that she contributed to the “shoulder portions® limitation recited in claim 1 of the 074 patent, and sued Mr, Ashline
and s company, Simpson Performance Prodiscts, Inc,, 1o whom he had asslgned the '073 patent, seeking to be added a5 a joint inventor,

= FC: Affirrmed district court declsion to grant summarny judgment against Ms. Wagner, agreeing that she falled vo provide
sufficlent corrabaration of her claim of joint inventorship under 35 UA.C. § 256,

* Inventarship of a patent isimportant, and if an omitted inventor makes an evidentiary showing sufficiant to establish that she should be
named a5 a co-inventor on a patent, sha will enjoy a presumption of ownership of the entire patent, evan if her contribution pertained to
a single claim in a patent having multiple claims,

» An alleged co-inventor must present sufficient independent evidence, outside of her own testimony, to corroborate her assertion of
cantributionto the conception of the inventionas claimed. Evidence that merely demonstrates conversations between the alleged co-
invantar and actual inventor regarding the inventionor discussions of the pricr art may not be sufficient to prove co-inventorship,

FINNEGAN



Inventorship/Ownership:
Employment Contracts

Bio-Rad Labs., Inc. v. ITC, 998 F.3d 1320 (Fed. Cir. 2021)
ITC: Bio-Rad infringed patents owned by 10X.

Bio-Rad argued that it co-owned the asserted patents based on
assignment provisions that two named inventors signed while
employees of Bio-Rad, even though the claimed inventions were not
made until after that employment,

FC: Affirmed ITC.
Asserted patent claims have January 2013 conception date—after Drs.
Hindson and Saxonov left Bio-Rad.

Agreements were limited by their terms to I[P created during the employee’s
employment term.

. http
FINNEG.A N i

Clatm Construction Fundamentals
Stll Tmportant

SIM ; ; - 1
U.S. App. LEXIS 137 (Fed. Cir. Jan. 5, 2021)

3 plurality of [a, b, ¢, d, e and/or f]

Does “a plurality of " apply to each element in a series?

DC: No, “a plurality of" requires only ‘at least two' members selected from the
entire list of identified items (memory, processors, etc.).”

FC: Reversed.

"We conclude, along with uCloudlink, that ‘a plurality of’ requires at least two of each of the
listed items in the phrase at issue in claim 8." (emphasis in original)

Cites SuperGuide Corporation v. DirecTV Enterprises, Inc., 358 F3d 870 (Fed. Cir. 2004, “a phrase
grammatically comparable to ‘a plurality of’ at the start of a list of items joined together by “and”
applied to each item in the list, not to the list considered as a whole.”

FINNEGAN



The Creative POSITA Finally Appears

* CR Bard v. Medline Indus., 2021 U.S. App. LEXIS 24135 (Fed. Cir. Aug. 13, 2021)
{unpublished)
Inventions relate to surgical trays.
PTAB: Some challenged claims not unpatentable for obviousness.
FC: affirmed-in-part, vacated-in-part, and remanded the cases for further
proceedings.

The Board's obviousness analysis was too rigid and did not account for “a skilled artisan’s
‘creativity [] and comman sense.”

“Given the prior art disclosures and the finite number of predictable options, a skilled artisan
would have been motivated to stack the syringes by height according to their order of use.”

Obviousness analysis is not an anticipation analysis.

+  Before the Supreme Court decision in KSR Int'l Co. v. Teleflex Inc., 550 U.5. 398 {2007), the person of
ardinary skill in the art {“POSITA") was not creative. But in KSR, the Supreme Court explicitly noted
that the POSITA has creativity.

FINNEGAN

Inherency Continues to Creep into
Obviousness Analysis

L'Oréal USA, Inc. v. Olaplex, Inc., 844 Fed. Appx. 308 (Fed. Cir. Jan. 28,
2021) (unpublished)

PTAB: Certain claims of Olaplex U.S. Patent No. 9,668,954 (“the ‘954 patent”)
were unpatentable as obvious; “breakage” claims were not unpatentable
because L'Oréal failed to establish that the breakage claims’ limitations (to
decrease by a certain amount) were inherent in the prior art.

FC: Affirmed.

L'Oréal did not prove that the breakage-decrease percentages in the breakage claims were necessarily present
in, or the natural result of, the combined teachings of the prior art.

FINNEGAN




Obviousness: Basic Principles

Chemours Co. FC, LLC v. Daikin Indus., 2021 U.5. App. LEXIS 21690 (Fed. Cir.
2021)

Motivation to combine/modify prior art must be explained.
Nexus analysis may require evaluation of claims as a “unique combination”
Blocking patents cannot block themselves.

Modification may be nonobvious where the “inventive concept’ of the prior art
reference teaches away from that modification.

Teaching away may preclude a motivation to modify.

Sea, https:/fwww finnegan.comyenfinsights hlogs prosecution-first/blocking-patents-a-patent-cannot-block-itsalf htm| ;

https: e finnagan comfenfinsights/blogsf prosacution-first/ohje ctive-indicia-nexus-analysis-may-require-evaluation-of-claims-as-a-

unigue-combination. html ; https:/ feneane finnegan comyenyinsights/blogs / prosecution-first fteaching-away-may-preclude-maotivation-to
maodify-a-raference html

FINNEGAN 15

Obviousness: More Basic Principles

Takeda Pharm. Co. v. Torrent Pharms. Ltd., 844 Fed. Appx. 339
(Fed. Cir. Feb. 16, 2021): “merely asserting that a given
modification would have been obvious to a skilled artisan
does not make it so.”

Daikin Indus., Ltd v. Chemours Co. FC, LLC, 846 Fed. Appx. 907
(Fed. Cir. 2021): objective evidence (including unexpected
results) must be commensurate with the full scope of the
claimed invention.

"
FINNEGA N I



CAFC Life Science WD Decisions
Since 2019

« Idenix v Gilead, 941 F.3d 1149 (Fed. Cir. 2019)

*  Purdue Pharma L.P. v lancu, 767 Fed. Appx. 918 (Fed. Cir. 2019) (unpublished)

* MNuvo Pharms. (iIr) Designated Activity Co. v. Dr. Reddy's Labs. Inc., 923 F.3d 1368
{Fed. Cir. 2013)

* Naolpropion Pharms., Inc. v. Actavis Labs, FL, Inc.,, 934 F3d 1344 (Fed. Cir. 2019)

«  Merck Sharp & Dohme Corp. v. Microspherix LLC, 814 Fed. Appx. 575 (Fed. Cir. 2020)
(unpublished)

* Immunex Corp. v. Sandoz, Inc., 964 F.3d 1049 (Fed. Cir, 2020)
« Juno Therapeutics, Inc. v. Kite Pharma, Inc., 10 F.4™ 1330 (Fed. Cir. 2021)

«  Bristol-Myers Squibb Co. v. Sigmapharm Labs. LLC, 858 Fed. Appx. 359 (Fed. Cir. Sept.
3, 2021)

«  Biogen Int"l GmbH v. Mylan Pharms., Inc., 2021 U.S, App. LEXIS 35254 (Fed. Cir. 2021),
pet. for reh’g filed Dec. 30, 2021

Whither Wertheim?

Indivior UK Ltd. v. Reddy's Labs. 5.A., --F.4th__ (Fed. Cir. Nov. 24, 2021)

= Allbut one challenged claim recited range, 2.g., “about 40 wi% to about 60 wi of a water-soluble palymeric
matrix”

» (Claim E recited specific amount, 48.2 wt% of the water soluble polymeric matrix.

- Specification included tables disclosing the weight percentages of individual polymeric components in film
samplesthat, when combined, produced an aggregate polymer weight percentage value of 48.2 wii,

= FC: Majority affirmed PTAB FWD that claims unpatentable as anticipated because lacked written description
supportin priority document EXCEPT for Claim &, which was adequately supported and therefore obtained the
benefitof the priority date, antedating the Myers application.

+ Nowiitten description support of the ranges recited,

Faulted the disclosure in specification tables of welght percentages of individual pokemer components in samgles: it does not
show sufficent possession |f a skilled artlsan has to "cobblle] together [these] numbers after the fact” after previousty
sdentifying and summing the wesght percentages of each of the individueal polymeric components in the samples.

+ Such an expectation when flling an application would amount 1o “an Imitation 1o go on a hunting expedition 1o patch together
after the fact a synthetic definition of an nvention.”

+ Also, statement In specification that “any desired level of ., polymer® could be wsed In the film and disclosires of embodiments
with pobmer welght percentages owtside of the clawmed ranges (e.g., “ab least 25] wi]%") would lead a skilled artisan away from
the conchusion “that the Iventor had possession of the claimed subject matter as of the filing dae.”

+ *nocase, with necessanly vared facts, controls the resolution of the written description (sswee in this case.”

FINNEGAN




Whither Wertheim?

Indivior (con’t)

+ FC: Affirmed that a POSITA could readily determine—by identifying and
summing the individual weight percentages of various polymers in the sample
films—that Claim 8 had sufficient written description.

Judge Linn's opinion disagreed with the majority over the application of the

Wertheim and Nalpropioncase law. The claimed polymer ranges “are selections

of aggregate polymer ranges that a reasonable artisan would understand

endow the film with the identified and desired properties [found in the

specification].”

* Mo authority for the majority’s position that "written description support for a "closed
range’ requires a disclosure of a closed range rather than discrete values[.]”

* Mo "cobbling together” was required; adding up values to meet a desired disclosed
characteristic was not beyond the person of ordinary skill.

FINNEGAN 19

Developments in Post-GSK Induced
Infringement

Amarin Pharma v. Hikma Pharms. United States, 2022 U.5. Dist. LEXIS 15937 (D. NJ
Jan. 4, 2022)

Amarin sued Himka for induced infringement of three patents that describe methods of
using icosapent ethyl for the reduction of cardiovascular risk.
VASCEPA®

Amarin sells VASCEPA® for the treatment of severe hypertriglyceridemia [the "SH indication®) and cardiovascular risk
reduction (the "CV indication”).

Only the CV indication is covered by Amarin's patents.

Hikma received FDA approval to sell a ;eneric version for the SH indication under the
"skinny label" or "section viii carveout” regime.

Basis of induced infringement: Hikma's label and public statements.

Hikma's motion to dismiss granted.
Label mentioning side effects is not inducement; nor s silence as to OV limitation.
Press releases may go to intent but are not an indudng act.

FINNEGAN bl



DOE Still Alive in 2021:
Claim Limitation Vitiation

Olaf Soot Design, LLC v. Daktronics, Inc., 839 Fed. Appx. 505 (Fed. Cir.
2021), pet. for cert. filed

The only claim at issue on appeal recited several elements, a) through h).

050 argued that “the hub is a part of the drum.” Daktronics argued that the hub and drum are
separate.

Jury: Daktronics’ product infringed under the doctrine of equivalents.
DC: Claim construed as 050 proposed.

FC: Reversed. DC should have construed claim before trial.

The plain language of element h) and the specification clarify that the hollow hub is not part
of the hollow drum,

Mo literal infringement - Daktronics’ product “does not literally meet element h of claim 27[;]
the hollow drum of the Vortek is not able to receive the screw.”

Mo DOE infringement - Daktronics” product has no equivalent function to element (h).

FINNEGAN

Warning from Judge Lourie

Olaf (con't)

Judge Lourie "express[ed] concern over the use of the doctrine of equivalents to find

infringement when four claim limitations have not literally been met by the accused
device.”

Ha\n'nﬁ multiple differences from the claim should be a hallmark of noninfringement. It fails the
straight face test to assert that the accused subject matter does not meet the claims in multiple
distinct ways but infringes anyway.

"That would be equivalent” "to holding that the accused product infringes when it does not
infringe.” “Designing around” is an important concept in patent law and finding a product with
"multiple significant instances of inventing around still infringe runs counter to that important
theary of patent law."”

"[F]ar if the public comes to believe (or fear) that the language of patent claims can never be relied
on, and that the doctrine of equivalents is simply the second prong of every infringement charge,
regularly available to extend protection be-yond the scope of the claims, then claims will cease ta
serve their intended purpose.” [citation omitted]

FINNEGAN




Ex Parte Reexam Request After
Multiple IPR Petition Filings

In re Vivent, 14 F.4th 1342 (Fed. Cir. 2021)
Vivint sued Alarm.cam for Infringement of four patenats, incl. .5, 6,717,513,

Alarm,cem then filed 14 petitiens for IPR, incl, three petitiens challenging the ‘513 patent, which were
denied under 35 U.5.C. § 314(a) and 35 LL.5.C. § 325(d).

Alarm.com then requested ex parte reexamination.

Patent Office: erdered reexamination, finding Alarm.com had raised SNQ's.

Wivint sought dismissal of the reexamination under 37 CFR. § 1.181 by exercise of discretion under 35
U.5.C.5325(d).

Patent Office dismissed Vivint's Rule 181 petition because it was filed after reexamination was
ardered.

Vivint's request for reconsideration was denied, in part due to the timing of Vivint’s petition.
Eventually, the examiner rejected the claims in the reexamination and the PTAB affirmed.

Wivint a_fpea led, arguing that “because the ex parte reexamination request repackaged arguments in
the "091 petition, it did not present a new guestion of patentability”

FC: Remanded with instructions to dismiss,

Each of Alarm.com’s four questions OfDatentahilitli in the ressamination request was new under § 303{a] because the USFTO
did not consaer any of them on the ments durlng its comslderation of whether to Institute 1PR,

Howpevar, “the Patent OFflce abused s discretion and acted arbitrarlly and capriciously by ordering reaxamanation, and
thereafter, refusing toterminate that proceeding.”

Moted that ruling was “limited” and that thers may be circomstances under which the USFTO may ordar an ex parte
reexamination despite an earlier patition for IPR or PGR

Judicial Review Of Request For Ex Parte
Reexam Applying Petitioner Estoppel?

2015: Vivint sued Alarm.com for infringement of LS. Patent Nos. 5,147,601, 6,462 654, and 6,535,123,

Alarm.com filed IPR petitions,

2017: PTAB FWDs with mixed outcomes, affirmed on appeal (754 F, App’s 999 (Fed. Cir.
2018)

Alarm.com then requested ex parte reexaminations of the same 3 patents.

FTO vacated the proceedings rather than making a §303(a) determination,
Alarmucom estopped from seeking resxanination; could have reasonably ralsed the wpatentabllity arguments it made in
the reexam requests dusing the IPfs,

DC {2021 WL 2557948 (E.D. Va. lune 22, 2021): Dismissed APA sult; lacked authority to review.

FC: Afarm.com Inc. v. Hirshfeld, No. 21-2102 (Fed. Cir. Feb. 24, 2022) (TARAMTO, Chen and Cunningham],
reversed and remanded.
& 303(c) does not apply to the estoppel decsions at ssue hare.
“In light of [the] case law, we refect the govermment's contention that the ex parte resxamination statutory scheme
provides clear and convinding evidence that Congress intendead to preclede judicial review of determinations like
this one, not expressly bamed by § 3034c).]”



PTAB

Apple Inc. v. Fintiy, Inc., IPR2020-00019, Paper 11 (March 20, 2020)
(precedential)

& factars (Fintiv factors) that the Beoard considers in determining whether to exercise
its discretion to institute review when there is a related proceeding pending in district
court, these factars are:

1 Whether the court granted a stay or evidence exists that one may be granted if a
proceeding is instituted;

2 Proximity of the court’s trial date to the Board's projected statutory deadline for a final
written decision;

3 Investment in the parallel proceeding by the court and the parties;
4 Overlap between issues raised in the petition and in the parallel proceeding;

[ Whether the petitioner and the defendant in the parallel proceeding are the same party;
and

6 Other circumstances that impact the Board's exercise of discretion, including the merits,

Joins NHK Spring Co. w Intri-Plex, Techs., inc., IPR2018-00752, Paper 8 (PT.A.B. Sept. 12, 2018)
[precedential)

FINNEGAN

Multiple Court Challenges

Lawsuit filed in N.D. Cal. by more than a dozen companies to strike down
NHEK/Fintiv rule. Apple Inc. v. Hirshfeld, N.D. Cal., No. 20-cv-06128.
Dismissed because institution decisions are not appealable.

Supreme Court petitions for certiorari challenging Fintiv:

Apple Inc. v. Optis Cellular Technology LLC, case number 21-118, denied Jan. 18,
2022

Mylan Loboratories Ltd.v. Janssen Pharmaceutica NV, case number 21-202,
denied Jan. 18, 2022, and

Intel Corp. v. VLS! Technology LLC, case number 21-888, pending.

FINNEGAN



Inequitable Conduct

Belcher Pharms. LLC v. Hospira, Inc., 11 F.4th 1345 (Fed. Cir. 2021)
Patent directed to epinephrine formulations with claimed pH range of 2.8-3.3.
Owercame prior art rejection by showing criticality and unexpected results of claimed range.
DC: Patent unenforceable for inequitable conduct.
Belcher CS0 withheld material information with deceptive intent.
Material: JHP product; Sintetica product; and Stepensky reference.
Intent: knew of information, disclosed to FDA, argued unexpectedness to PTO
FC: Affirmed.
Material: claims allowed after criticality argument and claims invalid as obvious over JHP

product,
Intent to deceive is only reasonable inference.

TS0 wis active participant both the FDA approval process and the patent apalication drafting and prosecution; knew the
unexpected results argument was false because knew of prior art using same rangs.

Feb, 3, 2022, Judge Stark found case exceptional and awarded attorney’s fees.
Im approximately 30 patent bench trials, “this & the sole mstanca inwhich | have ever found an inequitable conduct case proven;
and 50 clearly it stands cut and s truly exceptional n every way.”
Thets case ls move than “just sbout & witness testifying poorly 8t tial or poorly drafted clams[]*

Prosecution Laches

Hyatt v. Hirshfeld, 998 F.3d 1347 (Fed. Cir. 2021)

Hyatt filed 381 patent applications in the rush prior to June 8, 1995 (“*GATT-Bubble” patents).

Four atissue in this appeal; claim priority to applications filed in the 1970 and 80%.
Between October 1995 and 2003, Hyatt filed amendments to the four applications.
Fnl:mJZIJEIE 1o 2012, examination was stayed pending litigaton (Hyatt filed district court complaints challenging USFTO
rules),
In 2012, examination resumed in a special art unit, created specifically to examine Hyatt's applications.
The PTO issued a series of natifications to Hyatt o streamline prosecution, in light of significant challeges creatad by the
large numbser of claims and priority assertions.
Ehalmsmr'e refecred, and the rejection was upheld on appeal with respect to some dlaims (leaving some in condition for
allowance],

Banch trial October 2017
Hyatt mm\:ﬂiur|uuw\-en1c\npn'tlalFmr\glpumntwmlesat. orf the FaderslBubesof il Procedure {FEDL R, OV, P, 32}, Arcording b Hystt, the USFTD
Tailed 1o prove prosecubon ladres becaus

August 2018, the district court issued an order that prosecution laches did not bar issuance of those patents, and that the
USPFTO “failed totake the actlons necessary to advance the prosecution of Hyatt's applications.”

Qnky cansidening the fime perod prior ta 2002; suspension af prosecution from 2003-2012 was the USPTO's responsibility. After 2012, the rode of
Hyati's delays “in prosecuting applications athes than the four at issue 'is so droumspsct that the [c]ourt mustdechine ta consider it hese.

Ordered the USPTO to i sswe patents.

cution-first/if-yo




Prosecution Laches

Hyatt v. Hirshfeld, 998 F.3d 1347 (Fed. Cir. 2021)

FC: Reversed and remanded.

District court misapplied the legal standard for prosecution laches.

“the PTO can assert the defense of prosecution laches In a § 145 actlon™ “even If it did nat previously
lssue rejections based on, or warnings regarding, prosecution laches during the prosecution of an
application that s at issue in the § 145 action.”

District court improperly discounted several factors that should have been considered in the
totality of the circumstances.

District court erred by placing all the blame for delay on the USPTO.

USPTO's prosecution laches evidence was sufficient to shift the burden to Hyatt to show that
the delay was not “unreasonable and unexplained.”

“Hyattis entitled to present evidence that his delay did not cause prejudice.”

Show by preponderance of evidence that had a legitimate, affirmative reason to excuse
Hyatt from responsibility for the delay.

FINNEGAN 2

What Will Happen?

Panasonic Corp. v. Getac Technology Corp., No. 8:19-cv-
01118 (C.D. Cal.)

Panasonic arguing that omicron, the latest COVID-19 variant, is
"relatively mild" and not grounds to reschedule an in-person jury trial
set to take place Feb. 15.

Getac wants to postpone the trial until August.

Judge: doesn’t really matter because court calendar is a “horror
story” with many backlogged criminal cases and they'll never get the
Feb. 15 date anyway
“So when do | send the notice to you that you're not going on that
date? How polite would you like me to be?”
See https://www.law360.com/articles/1455384 *copied=1
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Polling Question 1

You file a U.S. patent application before June 8, 1995. But you
don’t want it to issue until the market matures and everyone
infringes. You write a memo to your client extolling the virtue of
issuance sometimes in the undetermined future. You appeal
everything and really eat up those days and months. Finally, your
pre-AlA patent issues. Is there a problem with prosecution laches?

Yes or No?

Polling Question 2

You file a U.S patent application disclosing red, green,
andyetllow widgets. But youclaimonly a yellow widget
and the patent ultimatelyissues. You maintain no
continuations to pursue red or green widgets. Your
competitor sells a green widget. |Is there infringement
under the Doctrine of Equivalents?

Yes or No?

FINNEGAN



Polling Question 3

You file a U.S patent application disclosing red, green,
andyetllow widgets. But youclaimonly a yellow widget
and the patent ultimatelyissues. You maintain no
continuations to pursue red or green widgets. Your
competitor sells a green widget. |Is there infringement
under the Doctrine of Equivalents?

Yes or No?

Polling Question 4

Your U.S. patent claim is directed to a machine
comprising a widget and at least one surfboard.
The alleged infringer uses two widgets and two
surfboards in its machine. There is literal
infringement.

Yes or No?

FINNEGAN
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The Trademark Modernization Act

The Trademark Modernization Act of 2020 (TMA)? became effective on December 27,
2021. The Act’s primary purpose is to provide the USPTO with new tools to clear unused (or
“deadwood”) registrations from the federal trademark register. To that end, the TMA creates
two novel ex parte proceedings: expungement and reexamination.

By filing for expungement, a party may request the cancellation of a registration, for
some or all of the goods or services, on the ground that the mark was never used in commerce
for those goods or services.

When filing for reexamination, a party can cancel a registration on the ground that the
mark was not used in commerce on or before a relevant date with respect to the registration’s
filing basis (use or intent-to-use). For a registration that was filed on a use-in-commerce basis
(1(a)), the relevant date for reexamination is the filing date of the application. For a
registration that was filed on an intent-to-use basis (1(b)), the relevant date for reexamination
is the /ater between: the filing date for an amendment to allege use or the deadline for filing a
statement of use, including all approved extensions thereof.

To be considered complete, a petition for expungement or reexamination must be made
in writing and filed through TEAS, along with the following: a concise factual statement of the
basis for the requested proceeding; evidence supporting a prima facie case of nonuse; evidence
that the petitioner conducted a reasonable investigation to determine that the challenged mark
was either never used in commerce (expungement) or not used in commerce on or before a
relevant date (reexamination); and the payment of a $400 fee per class of goods or services
challenged. An expungement proceeding can only be brought 3 to 10 years after the
registration date,? and a reexamination proceeding must be brought within 5 years of the
registration date.

Additionally, the TMA establishes nonuse as a new ground for cancellation. Third
parties can now file a petition to cancel a registration any time after the first 3 years of the
registration date of a mark on the ground that it was never used in commerce. The petition
must be filed through ESTTA for a $600 fee per class. This new development is significant
because a petition to cancel on the ground of nonuse can provide quicker relief than an
expungement proceeding, especially where the cancellation results in a default judgement.

Other important features of the Act include: the codification of the letter-of-protest
procedure, shortened office action response deadlines, and the restoration of the presumption
of irreparable harm (on a showing of success, or likely success, on the merits) under the
Lanham Act. By codifying the existing letter-of-protest procedure whereby third parties submit
evidence during prosecution to challenge the registrability of marks, the TMA provides that the

2 Trademark Modernization Act of 2020 as incorporated in Consolidated Appropriations Act,
2021, Pub. L. No. 116-260, Subtitle B, Section 221.

3 The ten-year limit does not apply for expungement proceedings instituted before December
27, 2023.



Director of the USPTO will consider whether to include letter-of-protest evidence into the
record of an application within 2 months of a letter’s filing date. The fees for letters of protest
remain unchanged and are currently set at $50 per submission.

Before the TMA was enacted, the response deadline for an office action was 6 months
from the issuance of the office action. Now, under the implementing rule for the TMA,
registrants have 3 months to respond to office actions issued during examination of an
application or post-registration. This shortened timeframe does not apply to Madrid
applications (filed under section 66(a)) for which the deadline remains 6 months. Registrants
may request a single three-month extension for a $125 fee. The new office action response
deadlines will only come into effect on December 1, 2022.

Finally, the TMA also brings an important doctrinal shift for plaintiffs in trademark
infringement cases. For over a decade, courts were split on the standard for injunctive relief in
Lanham Act cases after the Supreme Court eliminated a presumption of irreparable harm in
patent cases.* The TMA settled the question by amending the Lanham Act to create a
presumption of irreparable harm for plaintiffs seeking injunctive relief in trademark cases. This
means that brand owners who prove success (or likely success, in certain circumstances) on the
merits of their claim will once again enjoy a legal presumption that the harm caused by the
violation is irreparable.’

New Developments in Functionality

2021 was an eventful year for the doctrine of functionality. Functionality effectively
prevents the protection and registration of utilitarian products or product features (defined in
different ways, as discussed below). Functionality is a powerful doctrine because once it is
proven by the party challenging the feature or mark at issue, it outweighs any evidence of
secondary meaning or actual confusion that the other side presents.® If found functional, a
feature or design is not protectable under any circumstance, and the existence of alternative
designs capable of performing the same function is irrelevant.” As such, functionality is often
dispositive in trade dress disputes.

The functionality doctrine emerged as a way to confine the protection of utility and
functional designs to the exclusive domain of patent law.® Functionality also plays an important
role in promoting free competition by allowing competitors to copy useful, functional features
that are deemed necessary to compete effectively.? The theory behind the doctrine was well
articulated by the Supreme Court as follows:

4 See eBay Inc. v. MercExchange, 547 U.S. 388 (2006).

> All the foregoing information is available at: https://www.uspto.gov/trademarks/laws/2020-
modernization-act.

®/d.

’ TrafFix, 532 U.S. at 33-34.

81d.

% 1d.



https://www.uspto.gov/trademarks/laws/2020-modernization-act
https://www.uspto.gov/trademarks/laws/2020-modernization-act

The functionality doctrine prevents trademark law, which seeks to
promote competition by protecting a firm’s reputation, from instead
inhibiting legitimate competition by allowing a producer to control a useful
product feature. It is the province of patent law, not trademark law, to
encourage invention by granting inventors a monopoly over new product
designs or functions for a limited time, 35 U. S. C. §§154, 173, after which
competitors are free to use the innovation. If a product’s functional
features could be used as trademarks, however, a monopoly over such
features could be obtained without regard to whether they qualify as
patents and could be extended forever (because trademarks may be
renewed in perpetuity).

Qualitex Co. v. Jacobson Prods. Co., 514 U.S. at 164-65 (1995).

In 1998, Congress amended the Lanham Act to make functionality (1) a ground for ex
parte rejection, (2) a ground for opposition of an application and cancellation of a registration,
and (3) a statutory defense to (i.e., a way to challenge) an incontestably registered mark.°
Moreover, Section 43(a)(3) of the Lanham Act provides that: “In a civil action for trade dress
infringement under this Act for trade dress not registered on the principal register, the person
who asserts the trade dress protection has the burden of proving that the matter sought to be
protected is not functional.”!! If a mark has been registered with the U.S. Patent and
Trademark Office, it is presumed to be non-functional; although not impervious to challenge.!?

Functionality essentially comes in two forms: utilitarian and aesthetic functionality.
This year, a pair of appellate courts issued decisions shedding light on these potent tools for
invalidating asserted trade dress: Ezaki Glico Kabushiki Kaisha v. Lotte Int’l Am. Corp., 977 F.3d
261, 264 (3d Cir. 2020) (involving utilitarian functionality) and LTTB LLC v. Redbubble, Inc., 840
F. App’x 148, 149 (9th Cir. 2021) (involving aesthetic functionality).

A. The “Pocky” Case: Useful (Not Essential) Cookie Sticks are Functional

They say imitation is the highest form of flattery, but for Ezaki Glico, the company
behind the famous and beloved chocolate-covered cookie stick, Pocky, competitor imitation is a
constant source of frustration. One competitor in particular, Lotte, sells its Pepero cookie,
which, like Pocky, is stick-shaped and partly coated in chocolate or flavored cream.

10 /d.; see also Pub. L. No. 105-330, 112 Stat. 3064 (1998). See § 19:75 (ex parte bar to
registration), § 20:21 (ground for opposition), § 20:56.50 (ground for cancellation), and § 7:84
(statutory defense to an incontestably registered mark).

1115 U.S.C. § 1125(a)(3).

1215 U.S.C. § 1052(e)(5).



In 2015, Ezaki Glico sued Lotte in the District Court for the District of New Jersey alleging
trademark infringement and unfair competition in violation of the Lanham Act and the New
Jersey Fair Trade Act.!® The District Court granted summary judgment for Lotte after finding
Pocky’s trade dress configuration is functional and therefore not protectable.** Ezaki Glico
appealed to the Third Circuit.

On appeal, the Third Circuit noted that both the Lanham Act and New Jersey Fair Trade
Act claims depend on the validity of the Pocky trade dress and focused its analysis on whether
or not the trade dress is functional.®> The court noted that because copying is a legal part of
market competition, “even if copying would confuse consumers about a product’s source,
competitors may copy unpatented functional designs.”*®

Unsurprisingly, Ezaki Glico urged the court to adopt a narrow interpretation of what it
means for a trade dress to be functional and argued that the term should be equated with what
is “essential.”!’ But the court looked to the term’s ordinary meaning and determined that a
product’s configuration is functional when it is useful.'® In so doing, the court looked to
dictionary definitions; the Supreme Court decisions in Qualitex, TrafFix, and Wal-Mart; and the
Lanham Act’s relationship to the Patent Act.’® On the latter point, the Third Circuit reasoned
that trade dress, like trademark law more broadly, is designed to protect the owner’s goodwill
and to prevent consumer confusion from occurring—not to defend against the copying of an
original work (copyright law) or an invention (patent law).?°

Against this backdrop, the court turned its attention to whether or not functionality had
been proven, noting the several ways in which this can be done. The court’s non-exhaustive list
of considerations included evidence directly showing “that a feature or design makes a product

13 Ezaki Glico Kabushiki Kaisha v. Lotte Int’| Am. Corp., 977 F.3d 261, 264 (3d Cir. 2020).
¥ d.

15 |d. at 264-65.

16 Id. at 266.

7 d.

18 4.

19 /d. at 265-67.

20 Id. at 265-66.



work better,” the recognition and praise of a feature’s usefulness by the product’s marketer, a
utility patent on the feature, and the limited ways to design a product.??

Addressing each consideration in turn, the court first determined that “every feature of
Pocky’s registration relates to the practical functions of holding, eating, sharing, or packing the
snack.”?? Specifically, it noted that the uncoated handle of each stick allows people to eat it
without getting their hands dirty, and the shape of the stick itself makes the cookie easy to
hold, eat, and share.?3 Second, the court stated that Ezaki Glico promotes the design through
advertisements, which tout its useful features and state “Pocky lends itself to sharing anytime,
anywhere, and with anyone.”?* Third, the court found Ezaki Glico’s utility patent irrelevant to
the functionality analysis of the trade dress features as none of the claimed features in the
manufacturing method overlapped with its trade dress.?> Thus, any consideration of the utility
patent by the district court was in error, though immaterial. Finally, even though there were
alternative cookie designs available to Lotte, the court determined there was ample evidence
that the product design was functional.?®

In conclusion, recognizing the separate domains of patents and trademarks, the court
held that Ezaki Glico could not rely on its (now invalid) trade dress to prevent competitors from
using the functional features of the cookie and affirmed the district court’s decision, aptly
stating, “That’s the way the cookie crumbles.”?’

B. Pun Intended, but Not Infringing: Ninth Circuit Finds LETTUCE TURNIP THE
BEET Aesthetically Functional

TTB, LLC is a small business that has seen success due to its vegetable-based pun
LETTUCE TURNIP THE BEET.?® LTTB owns four trademark registrations for the pun for various
apparel products, tote bags, and online retail store services, among other things.?° Many of
LTTB’s products are emblazoned with the phrase:

21 |d. at 267-78.

22 |d. at 268.

Bd.

24 Id. at 269.

2 d.

26 Id.

27 |d. at 270.

28 |[TTB LLC v. Redbubble Inc., 385 F. Supp. 3d 916, 917 (N.D. Cal. 2019).
2 d.
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LTTB brought suit in the Northern District of California against Redbubble, Inc. in January
2018 for counterfeiting, trademark infringement, unfair competition, and false designation of
origin.3® Redbubble is an online marketplace where independent artists can upload and sell
their designs on everyday products such as apparel, tote bags, stickers, etc.! Some of the
designs available on Redbubble’s website include LETTUCE TURNIP THE BEET:
. L.

Travel Mug

30 [TTB LLC v. Redbubble, Inc., 840 F. App’x 148, 149 (9th Cir. 2021).
31 TTB, 385 F. Supp. 3d at 917.



In July 2019, the district court granted Redbubble’s motion for summary judgment,
finding that, under the doctrine of aesthetic functionality, LTTB could not prevent others from
displaying the LETTUCE TURNIP THE BEET pun on products.3? LTTB “[was] not entitled to pre-
empt use of the pun under the guise of trademark law.”33 The district court, however, was
careful to note that its ruling did not mean that LTTB has no viable trademark rights, just that
LTTB cannot “preclude others from displaying the pun on products, absent a showing of source-
confusion.”3* The Ninth Circuit upheld the ruling, concluding that LTTB “failed to raise a triable
issue that its marks serve the trademark function . ...”3®

The Ninth Circuit affirmed the district court’s findings that the LETTUCE TURNIP THE
BEET pun was aesthetically functional.3® First, it held that the district court did not erroneously
rely on the test for aesthetic functionality articulated in Job’s Daughters3” because the case
remains good law and the result would be the same under the test as articulated in Au-
Tomotive Gold, namely: (1) whether the alleged non-trademark function is essential to the use
or purpose of the item or affects its cost or quality, and (2) whether protection of the feature
would put competitors at a significant non-reputation-related disadvantage.3® It found that the
t-shirts would still function as t-shirts without the marks, use of the marks did not alter the cost
structure or add to the quality of the products, and exclusive use of the marks would put
competitors at a significant non-reputation-related disadvantage.3® In short, LTTB presented no
evidence that consumers buy its punny t-shirts because the t-shirts identify LTTB as the source,
as opposed to because the consumers enjoy the aesthetic function of the pun.*°

The Ninth Circuit also held that, given the district court’s findings regarding
functionality, the district court did not err in (1) failing to address uses of the marks on
Redbubble’s website and in online advertising and (2) the issue of likelihood of

32| TTB, 385 F. Supp. 3d at 920-22.

3 /d. at 918.

34 1d. at 922.

35 |TTB, 840 F. App’x at 149.

36 Id. at 152.

37 In Job’s Daughters, the defendant produced jewelry bearing the plaintiff’s collective
membership trademark for sale to the members of plaintiff’'s organization. Int’l Ord. of Job’s
Daughters v. Lindeburg and Co., 633 F.2d 912 (9th Cir. 1980). Noting that the plaintiff did not
produce any evidence of actual confusion, the court held that the defendant’s use did not
infringe the plaintiff’s mark, in part because the application of the mark to jewelry worn by
members was “functional” in that it enabled the wearer to “express her allegiance to the
organization.” 633 F.2d at 918. The reasoning of Job’s Daughters has been forcefully criticized
by commentators and courts. 1 McCARTHY, § 7:82; W.T. Rogers Co. v. Keene, 778 F.2d 334, 340
(7th Cir. 1985) (rejecting Job’s Daughters “as have most other circuits”); Univ. of Georgia
Athletic Ass’n v. Laite, 756 F.2d 1535, 1546 (11th Cir. 1985).

38 | TTB, 840 F. App’x at 150.

39 Id. at 150-51.

40 d. at 151.



confusion.*! The Court also rejected LTTB’s arguments that the district court improperly
ignored LTTB's design marks and improperly relied on the U.S. Patent and Trademark Office’s
initial rejection of one of LTTB’s trademark application as decorative or ornamental (the
application was ultimately approved once LTTB submitted examples of the mark on product
hang tags as opposed to on the front of its shirts).*?

While infringement was not found in this case, it is clear from the district court’s ruling
that aesthetic functionality is not an impermeable shield. Placing a mark on a t-shirt, tote bag,
or mug is not an automatic defense:

... [Clompanies that have already established [a] famous mark for selling a product—
for instance Coca-Cola, Volkswagen, Audi, or Nike—may thereafter be able also to
exploit consumer interest in the mark by selling t-shirts or other products emblazoned
with such marks, and preclude others from doing so

Redbubble instead appropriately frames the argument as precluding LTTB from showing
a likelihood of confusion as to source, where the mere use of the pun on the face of
various products cannot be source-identifying.

[N]othing in this ruling precludes LTTB from enforcing its rights against a defendant
who markets a products [sic] misleadingly suggesting LTTB is the source.

LTTB, 385 F. Supp. 3d at 921-22.

In the end, the Ninth Circuit’s decision has kept the doctrine of aesthetic functionality
alive, while being careful to caution that source-identifying uses are not exempt.

Initial Interest Confusion

In addition to functionality, another doctrine that was at the forefront of trademark
jurisprudence in 2021 is initial interest confusion. Initial interest confusion is a theory defined
as “infringement [] based upon confusion that creates initial customer interest, even though no
actual sale is finally completed as a result of the confusion.”*3* Most courts now recognize the
initial interest confusion theory as part of the likelihood of confusion inquiry in trademark
infringement.** Last year, the Eighth Circuit finally embraced the theory, and the Fifth Circuit
recognized its application in the context of internet search engines—a matter of first
impression for that court.

4 d.

42 |d. at 151-52.

43 4 ). THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION, § 23:6 (5th ed. 2021).
44 1d.



In Select Comfort v. Baxter, plaintiff, a mattress company, sued a competitor for
trademark infringement and dilution over its use of plaintiff’s registered marks (including SLEEP
NUMBER, and SELECT COMFORT) and similar phrases in various online advertising formats,
such as website URLs, search inquiry paid terms, and embedded links in third-party sites.*
Plaintiff’s theory was that defendant used these techniques to divert customers to its own
websites and phone lines and then failed to dispel consumer confusion and made false
representations about its products and plaintiff’s products.*® The district court held that
because purchasers of mattresses are careful and sophisticated consumers, a claim of initial
interest confusion could not proceed, and plaintiff would have to prove and likelihood of
confusion at the time of purchase.*’ On appeal, the Eighth Circuit reversed, holding that
plaintiffs should not be barred from proving presale, initial-interest confusion.*® The court
came to this conclusion by stating that the likelihood of confusion inquiry in trademark
infringement cases is a “flexible, context-specific, and relative-rather-than-mechanical
approach,” and because “the consumer experience differs by products,” the likelihood of
confusion determination is considered a finding of fact.*> As such, the court’s factors “provide
guidance but do not draw bright lines that might constrain the general test for confusion.”*? In
sum, the court adopted the initial interest confusion theory because it is consonant with the
jury’s discretion to make findings of fact (including presale confusion) as part of the likelihood
of confusion analysis.

In Jim S. Adler v. McNeil Consultants, the Fifth Circuit held that a plaintiff had sufficiently
alleged likelihood of confusion when defendant, a competitor, purchased keywords for search-
engine advertising that included some of plaintiff’s registered marks.> Jim S. Adler is a
personal injury law firm, and McNeil operates a lawyer-referral website and call center.>?

When McNeil purchased Google keyword ads for Adler’s marks, thereby ensuring that McNeil’s
advertisements would appear when a user performed a Google search for Adler’s services,
Adler sued McNeil for trademark infringement.>® The district court granted McNeil’s motion to
dismiss when a magistrate judge found that Adler’s claims were based solely on McNeil’s
purchase of the keywords and McNeil’s generic advertisements did not include any of Adler’s
marks, and that as a result Adler could not plead a likelihood of confusion as a matter of law.>*
The Fifth Circuit reversed, holding that “whether an advertisement incorporates a trademark
that is visible to the consumer is a relevant but not dispositive factor in determining a likelihood
of confusion in search-engine advertising cases.”>> Moreover, the court noted that the generic

4> See Select Comfort Corp. v. Baxter, 996 F.3d 925 (8th Cir. 2021).
46 Id. at 930.

47 1d. at 931.

48 Id. at 935.

49 Id. at 934-35.

>0 Id. at 935.

1 Jim S. Adler, P.C. v. McNeil Consultants, L.L.C., 10 F.4th 422 (5th Cir. 2021).
32 Id. at 425.

33 |d.

>4 Id. at 425-26.

>3 Id. at 430.
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nature of McNeil’s advertisements “enhances rather than dispels the likelihood of initial
interest confusion.”>®

Fraud in Trademark Prosecution

Finally, 2021 also marked a major procedural change for trademark owners and
practitioners. Up until last year, plaintiffs before the Trademark Trial and Appeal Board (TTAB)
could establish fraud in a declarant’s statement only by showing that the declarant intended to
deceive the USPTO.>’ This made fraud particularly difficult to prove without glaring evidence of
fraudulent intent.”® In Chutter, Inc. v. Great Management Group, the TTAB found that a
declarant’s failure to read an inaccurate declaration before submitting it to the USPTO
constituted “reckless disregard for the truth” and therefore cancelled the registration on
grounds of fraud.”® In this case, Chutter filed a cancellation action and civil action against Great
Management over registration of the mark DANTANNA, for restaurant services and marinara
sauce, claiming prior rights to the mark DAN TANA’s for restaurant services and marinara sauce.
When Great Management filed a Section 15 declaration to obtain incontestable status for the
DANTANNA registration, its counsel falsely stated in the declaration that there were no civil
actions or USPTO proceedings pending against the registration. Chutter pointed to dicta in the
Federal Circuit’s opinion in In re Bose suggesting that situations of “reckless disregard” for the
truth of a statement may satisfy the intent to deceive requirement to prove fraud.®® The TTAB
agreed with Chutter, stating that “[a] declarant is charged with knowing what is in the
declaration being signed, and by failing to make an appropriate inquiry into the accuracy of the
statements the declarant acts with a reckless disregard for the truth.”®! As such, because Great
Management’s counsel was charged with knowledge that the statements in the declaration
were false and still submitted it to the USPTO, the TTAB held that counsel had committed fraud,
and it granted the cancellation of the DANTANNA registration. The Chutter decision is
important because it has lessened the burden of proof for fraud in trademark prosecution. As a
result, trademark practitioners will now have to exercise even greater caution and attention to
detail in filing documents with the USPTO.

%6 Id. at 429.

>’ See In re Bose Corp., 580 F.3d 1240, 1245 (Fed. Cir. 2009).

>8 See https://www.finnegan.com/en/insights/blogs/incontestable/ttab-recklessly-false-
trademark-filings-constitute-fraud.html.

> Chutter, Inc. v. Great Management Group, LLC, 2021 U.S.P.Q.2d 1001 (T.T.A.B. 2021).
%0 In re Bose Corp., 580 F.3d at 1246, n.2.

61 See https://www.finnegan.com/en/insights/blogs/incontestable/ttab-recklessly-false-
trademark-filings-constitute-fraud.html.
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CASE ACT SMALL-CLAIMS ENFORCEMENT
THROUGH THE COPYRIGHT CLAIMS BOARD

Excerpted from the forthcoming 2022 updates to Chapter 4 (Copyright Protection in Cyberspace)
E-Commerce and Internet Law: Legal Treatise with Forms 2d Edition
A 5-volume legal treatise by lan C. Ballon (Thomson/West Publishing, www.lanBallon.net)
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4.08[8] E-CoMMERCE AND INTERNET LaAw

4.08[8] CASE Act Small-Claims Enforcement
through the Copyright Claims Board

The Copyright Alternative in Small-Claims Enforcement
Act of 2020—or CASE Act—provides for alternative resolu-
tion of certain small claims through the U.S. Copyright Of-
fice’s Copyright Claims Board.' Pursuant to the CASE Act,
the Copyright Claims Board must be established by Decem-
ber 22, 2021 (with authority delegated to the Copyright Of-
fice to delay that time for up to an additional six months).
Resolving eligible disputes before the Copyright Claims
Board, instead of court, is supposed to be entirely voluntary,
but persons and entities that fail to opt out within 60 days
following service may find themselves subject to a CASE act
proceeding that they might otherwise have preferred to
resolve through federal court litigation (which, among other
things, ensures the right to a jury trial, broader discovery,
and adjudication by a federal judge subject to binding prece-
dent with full rights of appeal) or not at all.? If a party opts
out of a Copyright Claims Board proceeding, the other party
may—but is by no means required to—file suit in federal
court. Given the cap on damages applicable to CASE Act
determinations by the Copyright Claims Board and the abil-
ity of individuals and even companies to represent them-
selves before the Board without having to retain counsel,
opting out won’t necessarily trigger federal court litigation
in every instance. The CASE Act, however, likely will
increase the volume of copyright claims overall, as those who
otherwise would not have chosen to file suit seek to vindicate
their rights before the Copyright Claims Board. The CASE
Act also potentially could be abused by copyright trolls seek-
ing quick settlements from large companies and by copyright
owners (or ostensible rights owners) or competitors seeking
to use the Board’s procedures as an inexpensive mechanism
to keep material offline in response to counter notifications
submitted by users pursuant to 17 U.S.C.A. § 512(g) of the
Digital Millennium Copyright Act, although the CASE Act
directs the Copyright Office to take measures to avoid abuse.

The CASE Act provides a means for voluntary alternative

the claimant.”).
[Section 4.08[8] ]

'See 17 U.S.C.A. §§ 1501 to 1511.

2See 17 US.C.A. § 1506(g)(1) (providing that the right to opt-out is
waived in most cases if not timely asserted within 60 days of service).
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dispute resolution for three types of claims (and certain re-
lated counterclaims asserted solely against the claimant
arising out of the same transaction or occurence, or an agree-
ment (such as a license) that could affect the relief awarded
to the claimant)® —

e infringement of an exclusive right in a copyrighted
work® by a legal or beneficial owner of the exclusive
right at the time of infringement, for which the claim-
ant seeks damages® (pursuant to 17 U.S.C.A.
§ 1504(c)(1), for damages as permitted by 17 U.S.C.A.
§ 504(e)(1)),

e noninfringement (pursuant to 17 U.S.C.A. § 1504(c)(2)),
or

e misrepresentation in connection with a notification of
claimed infringement or a counter notification pursuant
to 17 U.S.C.A. § 512(f) of the Digital Millennium Copy-
right Act® (under 17 U.S.C.A. § 1504(c)(3), but with
relief limited to that authorized by the CASE Act).’

Other potential claims or counterclaims may not be

3Gee 17 U.S.C.A. § 1504(c)(4). That section permits counterclaims as-
serted solely against a claimant (and not others):
(A) pursuant to which the counterclaimant seeks damages, if any,
within the limitations set forth in subsection (e)(1) [17 U.S.C.A.
§ 1504(e)(1)]; and
(B) that—

(i) arises under section 106 or section 512(f) and out of the
same transaction or occurrence that is the subject of a claim
of infringement brought under paragraph (1), a claim of
noninfringement brought under paragraph (2), or a claim of
misrepresentation brought under paragraph (3) [of 17
U.S.C.A. § 1504(c)]; or

(ii) arises under an agreement pertaining to the same transac-
tion or occurrence that is the subject of a claim of infringe-
ment brought under paragraph (1) [17 U.S.C.A. §
1504(c)(1)], if the agreement could affect the relief awarded
to the claimant.

Id.

*The exclusive rights of a copyright owner pursuant to 17 U.S.C.A.
§ 106 are analyzed in section 4.04[1].

SAs noted later in this section, the Board is also authorized to include
a requirement that a party cease certain conduct, if a party agrees to do
so in order to mitigate the amount of any damage award. See 17 U.S.C.A.
§§ 1504(e)(2), 1504(e)(1).

®Section 512(f) of the DMCA is analyzed in section 4.12[9][D] in this
chapter.

"See 17 U.S.C.A. §§ 1501(1), 1504(c).
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4.08[8] E-CoMMERCE AND INTERNET LaAw

brought.® Nor may claims finally adjudicated by a court of
competent jurisdiction be relitigated.’ Claims pending before
a court of competent jurisdiction likewise are not subject to a
determination by the Copyright Claims Board, unless the
court has granted a stay to permit the claim or counterclaim
to proceed before the Copyright Claims Board." Legal or eq-
uitable defenses, however, may be asserted in response to
claims or counterclaims."

Complaints initiated with the Copyright Claims Board
may involve a single claim or multiple claims, and may be
brought by multiple claimants against multiple respondents,
provided that all claims asserted in any one proceeding “arise
out of the same allegedly infringing activity or continuous
course of infringing activities and do not, in the aggregate,
result in a recovery . . . for damages that exceed the limita-
tions . . .” for recovery in Copyright Claims Board proceed-
ings set forth in 17 U.S.C.A. § 1504(e)(1),"”* which are
discussed below later in this subsection and typically will be
capped at $30,000 per proceeding (or less for claims for in-
fringement of untimely registered works).

Thus, claims for injunctive relief or more complicated
multi-party or multi-claim disputes will not be suitable for
Copyright Claims Board adjudication (except if and to the
extent that a court stays individual claims or counterclaims
to allow resolution of just those claims or counterclaims
before the Board). Parties with potentially substantial dam-
age claims may also prefer to file suit in court. On the other
hand, individuals and smaller companies may prefer to avoid
the legal fees associated with litigation, by initiating a claim
with the Copyright Claims Board and either representing
themselves, obtaining pro bono representation from a law
student, or retaining a lawyer willing to handle a dispute
where the maximum potential recovery is $30,000. Parties
seeking to assert claims for misrepresentations in notifica-
tions and counter notifications, pursuant to 17 U.S.C.A.
§ 512(f), may also prefer to avail themselves of the remedies
available before the Copyright Claims Board given that dam-
ages in section 512(f) cases are often difficult to prove or de

8See 17 U.S.C.A. § 1504(d)(1).
%See 17 U.S.C.A. § 1504(d)(2).
9Gee 17 U.S.C.A. § 1504(d)(2).
"See 17 U.S.C.A. § 1504(c)(5).
280e 17 U.S.C.A. § 1504(c)(6).
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minimis (especially when asserted by individual users, as
opposed to copyright owners or service providers)."

Claims may be brought by both eligible U.S. and foreign
persons and entities. Claims may not be asserted, however,
against a person or entity residing outside the United States,
but if such a person or entity brings a claim, a counterclaim
may be asserted against that person or entity."

Claims and counterclaims likewise may not be asserted by
or against federal or state government entities."

Copyright Claims Board complaints alleging copyright in-
fringement also may qualify as actions taken in response to
counter notifications under 17 U.S.C.A. § 512(g) of the
Digital Millennium Copyright Act'® and therefore may
provide copyright owners with a lower cost and lower risk
alternative to filing suit in federal court to prevent material
from being restored by a service provider in response to a
DMCA counter notification. This provision of the CASE Act,
however, potentially could be abused by some copyright own-
ers (especially mere applicants for registration') to keep ma-
terial offline for extended period of time. Conversely, the re-
striction on initiating Copyright Claims Board proceedings
against foreign nationals may limit its utility for copyright
owners in cases of alleged infringement by non-Americans.
While a user who submits a counter notification to a service
provider to restore access to material taken down in response
to a DMCA notification must assent to jurisdiction in a U.S.
court as part of the counter notification,’ that user need not
consent to proceedings before the Copyright Claims Board

3See infra § 4.12[9][D] (analyzing section 512(f) claims).

"See 17 U.S.C.A. § 1504(d)(4).

5See 17 U.S.C.A. § 1504(d)(3).

18See 17 U.S.C.A. § 1507(d); see generally infra § 4.12[9][C] (analyzing
counter notifications and the requirements for copyright owners to submit
evidence of filing a lawsuit or initiating a Copyright Claims Board action
to prevent restoration of removed material in response to a DMCA
notification).

7 As discussed later in this section, when a claim is brought by an ap-
plicant, the proceeding may be held in abeyance pending a determination
on registration—potentially for a year or longer. See 17 U.S.C.A.
§§ 1505(a), 1505(b). Yet under the DMCA, the material would remain of-
fline pending a legal determination of the merit of the claim. See 17
U.S.C.A. § 512(g); infra § 4.12[9][C].

8See 17 U.S.C.A. § 512(g)(2)(C); see generally infra § 4.12[9][C]
(analyzing counter notifications and the requirements for copyright own-
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4.08[8] E-CoMMERCE AND INTERNET LaAw

(and likely would have little incentive to do so) and the 60
day period to opt out would not apply since any complaint
brought against a foreign person or entity would be invalid.

Copyright Claims Board proceedings will be adjudicated
pursuant to the Copyright Act, judicial precedent, and
regulations to be promulgated by the Copyright Office."
Given circuit splits and local practice under different provi-
sions of the Copyright Act, parties will need to assess in in-
dividual cases whether they are better off proceeding before
the Copyright Claims Board or in court, based on circuit
court law and local practice. Where judicial precedents are
in conflict, the CASE Act directs the Copyright Claims Board
to apply the law of the federal jurisdiction where the case
could have been brought or, where there are more than one
such jurisdictions, the one that the “Board determines has
the most significant ties to the parties and conduct at issue.”®
Needless to say, a plaintiff may sue in any district where
venue is proper (and where the court has personal jurisdic-
tion over the defendant)—not simply in the court that has
the most significant ties.*

Proceedings will take place at the office of the Copyright
Claims Board, but in-person appearances will not be
required. Decisions generally will be rendered based on writ-
ten submissions and internet-based video applications and
other telecommunications facilities (except where material
evidence or testimony cannot be furnished by these means).?
A party may, but is not required, to be represented by an at-
torney or a law student qualified under applicable law that
permits law students to appear pro bono.?® Other aspects of
Board proceedings (including provisions for settlement, evi-
dentiary submissions, hearings and limited discovery) are
set forth in 17 U.S.C.A. § 1506 and likely will be augmented
by Copyright Office regulations. As noted earlier in this sec-
tion, a party properly served with notice of a Copyright
Claims Board proceeding has the unrestricted right to opt-

ers to submit evidence of filing a lawsuit or initiating a Copyright Claims
Board action to prevent restoration of removed material in response to a
DMCA notification).

9See 17 U.S.C.A. § 1503(b)(1).

See 17 U.S.C.A. § 1506(a)(2).

HGee generally infra chapters 53 (personal jurisdiction), 54 (venue).
?2See 17 U.S.C.A. § 1506(c).

See 17 U.S.C.A. § 1506(d).
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out, but loses that right, and accordingly also loses the right
to litigate the claim in federal court (and is deemed to have
waived its right to a jury trial), if it fails to do so within 60
days of being served® (although the Board has discretion to
extend this period in exceptional circumstances®). The CASE
Act does, however, allow any party (including presumably a
party who missed the opportunity to opt out) to obtain dis-
missal of the proceeding if the party receives notice of a
pending or putative class action, arising out of the same
transaction or occurrence.”

Conversely, federal courts may refer eligible cases for
adjudication of claims or counterclaims by the Copyright
Claims Board, with the consent of the parties, as an alterna-
tive dispute resolution process.*”

Where a lawsuit is filed that is already the subject of a
Copyright Claims Board proceeding, the court “shall issue a
stay or enter such other relief as the court determines ap-
propriate . . . .”*®

Damages in a Copyright Claims Board proceeding will be
capped at $30,000, exclusive of attorneys’ fees and costs.” In
addition to the cap, the CASE Act creates a financial incen-
tive for a respondent to agree to allow the Board to include
in its final determination a requirement that the respondent
cease activity that is found to be infringing, including remov-
ing or disabling access to, or destroying, infringing materials
(or for claims brought under section 512(f) for misrepresenta-
tions in a DMCA notification or counter notification, that the
respondent cease sending takedown notices or counter no-
tices to the other party regarding the conduct at issue before
the Board, if that notice or counter notice is found to be a
knowing material misrepresentation).*

For infringement, a claimant may elect, at any time before
a final determination is rendered, actual damages and profits

#See 17 U.S.C.A. § 1506(g)(1).
BGee 17 U.S.C.A. § 1506(1).

%Gee 17 U.S.C.A. § 1506(q)(3). Other grounds for voluntary dismissal
are set forth in section 1506(q).

#Gee 17 U.S.C.A. § 1509(a); 28 U.S.C.A. § 651.
2BGee 17 U.S.C.A. § 1509(a).

29Gee 17 U.S.C.A. § 1504(e)(1)(D).

%0Gee 17 U.S.C.A. § 1504(e)(2).

Pub. 12/2021 4-213

PAGE PROOFS - SUBJECT TO REVISION
© 2022 lan C. Ballon, www.lanBallon.net



4.08[8] E-CoMMERCE AND INTERNET Law

or statutory damages (or no damages at all).*' The Board
may hold parties jointly and severally liable “if all such par-
ties and relevant claims or counterclaims arise from the
same activity or activities.”?

As in court under the Copyright Act, but subject to the
$30,000 cap per proceeding, actual damages and profits may
be recovered, pursuant to the provisions of 17 U.S.C.A.
§ 504(b),* with the award taking into consideration, in ap-
propriate cases, whether the accused infringer has agreed to
cease or mitigate the infringing activity.*

Statutory damages alternatively may be sought, and may
be awarded pursuant to 17 U.S.C.A. § 504(c),* but subject to
four additional considerations and limitations. First, as noted
above, recovery in any one proceeding is limited to $30,000,
excluding attorneys’ fees and costs.*® Second, the amount of
any statutory damage award must be determined without
any consideration of willfulness.?” Third, the Copyright
Claims Board has discretion to consider, as an additional
factor in awarding statutory damages, whether the alleged
infringer has agreed to cease or mitigate the infringing activ-
ity pursuant to 17 U.S.C.A. § 1504(e)(2).®® Fourth, statutory
damages for infringement of any one work is capped at (a)
$15,000 for a work that has been timely registered and (b)
$7,500 for a work that has not been timely registered (fur-
ther capped to a total of $15,000 in any one proceeding).*
Since statutory damages are not recoverable at all in a court
proceeding when a work was untimely registered, copyright
owners who failed to timely register their works, cannot es-

$1Gee 17 U.S.C.A. § 1504(e)(1)(B).
%2Gee 17 U.S.C.A. § 1504(f).

8Gee generally infra §§ 4.14[1], 4.14[3] (analyzing actual damages
and profits under the Copyright Act).

3Gee 17 U.S.C.A. § 1504(e)(D(A)G).

%Gee generally infra §§ 4.14[1], 4.14[2] (analyzing statutory damages
under the Copyright Act).

%5ee 17 U.S.C.A. § 1504(e)(1)(D).

¥See 17 U.S.C.A. § 1504(e)(1)(A)i)IID). In court proceedings, where
willfulness is shown, a copyright owner may recover up to $150,000 per
work infringed for works timely registered, and may impact the size of an
award even when a judge or jury awards a lower amount. See generally
infra § 4.14[2][A] (analyzing willful, nonwillful and innocent infringement).

BGee 17 U.S.C.A. § 1504(e)(1)(A)G)IV).
39Gee 17 U.S.C.A. § 1504(e)(1)(A)(i).

4-214

PAGE PROOFS - SUBJECT TO REVISION
© 2022 lan C. Ballon, www.lanBallon.net



CopPYRIGHT PrOTECTION IN CYBERSPACE 4.08[8]

tablish actual damages, and are willing to forego injunctive
relief, may have an incentive to bring potentially meritori-
ous claims before the Copyright Claims Board, rather than
to file suit in court, although the $15,000 cap per proceeding
means that the incentive will mainly be attractive to
individuals and smaller entities (and also may be used by
copyright trolls willing to file multiple proceedings). To deter
troll suits, the Register of Copyrights may establish regula-
tions limiting the number of proceedings that the same
claimant may bring in a given year.*

Copyright damages are analyzed extensively below in sec-
tion 4.14.

Attorneys’ fees and costs generally will not be awarded,
except in cases of bad faith, where the Board may award up
to $5,000 in attorneys’ fees and costs (or $2,500 in costs for
those representing themselves without counsel) and, in
extraordinary circumstances, such as where a party has dem-
onstrated a pattern or practice of bad faith conduct, a higher
amount above these limits.*

Proceedings before the Copyright Claims Board will be
adjudicated by three Copyright Claims Officers, who will be
attorneys who have each been in practice for at least seven
years.”” Two of the Copyright Claims Officers must have
substantial experience in the evaluation, litigation, or
adjudication of copyright infringement claims, and, between
the two Officers, have represented or presided over a diver-
sity of copyright interests, including those of both owners
and users of copyrighted works.”® The third Claims Officer
must have substantial familiarity with copyright law and ex-
perience in alternative dispute resolution.* Ultimately, it
remains to be seen who the three Copyright Claims Officers
will be, and what their specific prior experience will have
been, as well as the identity of Copyright Claims Attorneys,
who will assist in the administration of the Copyright Claims

See 17 U.S.C.A. § 1504(g); see also id. § 1510(a)(1).
MSee 17 U.S.C.A. §§ 1504(e)(3), 1506(y)(2).

#17 U.S.C.A. § 1502(b)(3). As discussed later in this section, claims
for $5,000 or less may be addressed by a single adjudicator pursuant to
regulations that will be promulgated by the Copyright Office before the
Copyright Claims Board becomes operations (between December 22, 2021
and June 22, 2022).

BGee 17 U.S.C.A. § 1502(b)(3).
#Gee 17 U.S.C.A. § 1502(b)(3)(A)(i)(IID).
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Board and who must have at least 3 years of substantial ex-
perience in copyright law but not necessarily diversity of ex-
perience representing both copyright owners and users.*

As in federal court, proceedings before the Copyright
Claims Board will be subject to the same three year statute
of limitations as other copyright claims* (but a proceeding
commenced before the Board will toll the time permitted
under 17 U.S.C.A. § 507(b) for filing suit in federal court for
copyright infringement (based on the same claim) during the
time when the Board proceeding is pending®). Claimants
likewise generally must have a registered copyright to
pursue a claim for infringement (which, as in a court
proceeding, will be entitled to the presumptions provided by
17 U.S.C.A. §410(c) if registered within 5 years of first
publication).”® Unlike in federal court, however, a claimant
may also proceed, at least initially, based solely on a paid
application provided that the Copyright Claims Board may
not render a determination until a registration certificate
has been obtained and copies have been given to the other
parties to the proceeding (and, if a proceeding may not
proceed further because a registration certificate has yet
been obtained, the proceeding will be held in abeyance
subject to provisions allowing for dismissal without preju-
dice if the proceeding has been held in abeyance for more
than one year).” The Copyright Office’s refusal to register a
work will result in the dismissal without prejudice of a
proceeding initiated based on a mere application.*

The CASE Act requires the Register of Copyrights to es-
tablish regulations allowing the Copyright Office to deter-
mine registration applications on an expedited basis when
an unregistered work is at issue before the Copyright Claims

*See 17 U.S.C.A. § 1502(b)(3)(B).

%See 17 U.S.C.A. § 1504(b); see generally supra § 4.08[7] (analyzing
the statute of limitations in copyright litigation).

“See 17 U.S.C.A. § 1504(b)(2). Once a final determination has been
made, however, the same claims and counterclaims asserted and finally
determined by the Board may not be relitigated between the same parties.
See id.; id. § 1507(a).

BGee 17 U.S.C.A. §§ 1505(a), 1505(b)(3), 1505(c).
9Gee 17 U.S.C.A. §§ 1505(a), 1505(b).

%See 17 U.S.C.A. § 1505(b)(3); see generally infra § 4.19 (analyzing
the requirement for registration or rejection of a copyright registration
certificate to proceed in court and the mechanism available in federal
court for challenging the Copyright Office’s refusal to register a work).
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Board.’" The regulations will also allow for libraries and
archives to preemptively opt out of board proceedings and
provide for single Officer determinations of claims of $5,000
or less (exclusive of attorneys’ fees and costs),”® among other
things.

Determinations by the Board may be challenged by a
request for reconsideration and, if unsuccessful, review by
the Register of Copyrights “limited to consideration of
whether the Copyright Claims Board abused its discretion in
denying reconsideration of the determination.”® A final de-
termination also may be challenged in federal court, within
90 days, on narrow grounds, (a) if the determination was is-
sued as a result of fraud, corruption, misrepresentation, or
other misconduct, (b) if the Copyright Claims Board exceeded
its authority or failed to render a final determination
concerning the subject matter at issue, or (¢) in the case of a
default determination or determination based on a failure to
prosecute, if it is established that the default or failure was
due to excusable neglect.*

Final determinations will have preclusive effect in any
court or tribunal, but only between the same parties, and
only with respect to claims and counterclaims asserted and
finally determined by the Board.* Thus, the preclusive effect
of a determination is narrower than in federal court and
does not reach claims that could have, but were not in fact,
asserted in a Copyright Claims Board proceeding. The CASE
Act also provides that final determinations will not have a
preclusive effect on determinations of ownership or have any
effect on a class action proceeding in federal court.*®

Where a party fails to pay damage or otherwise comply
with a final determination, the aggrieved party may apply to
a federal court to confirm the award and reduce it to a
judgment.’” Such an application must be made within one
year of the latest of the date the final determination issued,
the date of any reconsideration by the Copyright Claims

%1See 17 U.S.C.A. § 1506(aa).

2Gee 17 U.S.C.A. § 1506(2).

%Gee 17 U.S.C.A. §§ 1506(w), 1506(x).
%4Gee 17 U.S.C.A. § 1508(c).

%5See 17 U.S.C.A. § 1507(a).

%6See 17 U.S.C.A. § 1507.

%See 17 U.S.C.A. § 1508.
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Board or review by the Register of Copyrights is resolved, or
the date an amended final determination issued.®®

Board determinations will be published and made avail-
able on a publicly accessible website,”® and thus may be cited
in subsequent Board proceedings as influential, although the
CASE Act makes clear they “may not be cited or relied upon
as legal precedent . . .” before the Board or in any court or
tribunal.®®

The provisions governing CASE Act proceedings set forth
in 17 U.S.C.A. § 1504—including the voluntary nature of the
proceedings, right to opt-out, waiver of the right to opt-out
by failing to respond within 60 days of being served with a
copy of the complaint, tolling, the claims and counterclaims
that may be asserted, and those that may not be, remedies
and damage limitations, and joint and several liability—may
not be waived except pursuant to the terms of the CASE
Act.®" Thus, any effort to preemptively opt out of Copyright
Claims Board proceedings or to require contracting parties
to opt-out of CASE Act remedies or to agree by contract to
expand or contract the scope of claims and defenses that
could be considered or remedies awarded, will be void.

4.09 Liability Under the Computer Software Rental
Amendments Act

The Computer Software Rental Amendments Act prohibits
any person “for the purposes of direct or indirect commercial
advantage [to] dispose of, or authorize the disposal of” a
computer program acquired on or after Dec. 1, 1990, “by
rental, lease or lending, or by any other act or practice in the
nature of rental, lease or lending.”

In Central Point Software, Inc. v. Global Software & Ac-
cessories, Inc.? the first reported case decided under the Act,
Judge Leonard Wexler of the Eastern District of New York
held that a computer software company’s “sale” of software

%8Gee 17 U.S.C.A. § 1508(a).

%9See 17 U.S.C.A. § 1506(t)(3).

0Gee 17 U.S.C.A. § 1507(a).

1See 17 U.S.C.A. § 1504(a).
[Section 4.09]

17 U.S.C.A. § 109(b)(1)(A).

2Central Point Software, Inc. v. Global Software & Accessories, Inc.,
880 F. Supp. 957 (E.D.N.Y. 1995).
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